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Headnotes 



PATENTS 

1. Claims — Indefinite — Chemical (§ 20.553) 

Claims are not indefinite under second paragraph of 35 U SC. 1 12 because of inclusion of "a radical of 
an aromatic diazo component," "substituted alkylene," "substituted phenylene," "alkoxy," "alkyl," "acyl," 
"acyloxy," and "acylamino." 

2. Claims — Specification must support (§ 20.85) 

Claims containing "alkyl," "alkoxy," "alkylene," and "a divalent hydrocarbon radical" are supported by 
specification since terms are no broader than broadest written description of invention in specification; 
moreover, no reason is provided why any particular alkyl, alkoxy, alkylene, or hydrocarbon group would be 
expected to be inoperative in environment of claimed dyes. 

Particular patents — Disazo Compounds 

3, 83 8 J 45, Altermatt, Disazo Compounds of Low Water Solubility, claims 3 to 16 of application allowed. 



Case History and Disposition: 
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Appeal from Group 123, 

Application for patent of Ruedi Altermatt, Serial No. 838,665, filed July 2, 1969. From decision rejecting 
claims 3 to 16, applicant appeals (Appeal No. 144-27). Reversed. 

Attorneys: 

IRWIN M. A1SENBERG, Washington, D C, for applicant. 
Judge: 

Before MAG1L and SEROTA, Examiners in Chief, and MCKELVEY, Acting Examiner in Chief 

Opinion Text 

Opinion By: 

MCKELVEY, Acting Examiner in Chief 

This is an appeal from the final rejection of claims 3 through 16 of appellant's application. 
The invention relates to dye compounds 

Page 437 

which are useful for dyeing synthetic fibers, such as fibers made from polyamides or cellulose triacetate 
(specification, page 13). The dye compounds are also said to "reserve wool and cotton well" (specification, 
page 13). 

Claim 13 is the only independent claim in the case. Claims 3 through 12 and 14 through 16 depend 
directly or indirectly from claim 13. Claim 13 calls for azo dyes free from carboxylic acid and sulphonic acid 
groups having the formula: 

Graphic material consisting of a chemical formula or diagram set at this point is not available. See text in 
hardcopy or call BNA PLUS at 1-800-452-7773 or 202-452-4323. 

A, B, D, X, and R i through R gare defined in the claim which need not be reproduced here. 

In his answer, the examiner relies on the following reference: 

Kirby 2,330,291 Sept. 28, 1943 
The following rejections are before us: 

(1 .) Claims 3 through 16 stand rejected under 35 U.S.C. 103 over Kirby, and 

(2.) Claims 13 and 14 stand rejected under 35 U.S.C. 1 12, first and second paragraphs. 

1. Disposition of Rejection Based on Kirby 

Kirby discloses dyes. The dyes disclosed by Kirby and the claimed dyes both have what will be referred to 
as a bridging group. The bridging group is attached at either end to a phenyl or substituted phenyl group 
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which is in turn attached to a azo group. The claimed dyes differ from the dyes disclosed by Kirby in that the 
bridging group of the claimed dyes is attached to the phenyl or substituted phenyl groups via an amino group, 
whereas the bridging group of the dyes disclosed by Kirby is attached to the phenyl or substituted phenyl 
groups via an amide group According to the examiner, a representative bridging group disclosed by Kirby 
has the formula: 

Graphic material consisting of a chemical formula or diagram set at this point is not available. See text in 
hardcopy or call BNA PLUS at l-HQO-452-7773 or 202-452-4323. 

whereas a representative bridging group of the claimed dyes would have the formula: 

Graphic material consisting of a chemical f ormula or diagram set at this point is not available. See text in 
hardcopy or call BNA PLUS at l-H00-452^^3 or 202-452-4323. 

It will be noted, with respect to the representative bridging groups that the Kirby bridging group has terminal 
amide groups and the bridging group of the present dyes has terminal amine groups. 

The examiner holds that the claimed dyes "* * * are so closely related to the analogous compounds of the 
reference as to be structurally obvious therefrom * * *." The examiner further holds that M [a]ny differences in 
structure [between the claimed dyes and the dyes of Kirby] would be but obvious modifications to one of 
ordinary skill in the art." 

The record will not support the above-mentioned holdings of the examiner. There is nothing in the prior 
art relied upon by the examiner which teaches, suggests, or otherwise provides a motive for changing the 
terminal amide groups of Kirby to amine groups. Accordingly, we are unable to conclude that the examiner 
has made out a prima facie case of obviousness on this record. We will further note that the dyes of Kirby 
appear to be useful for dyeing wool and cotton (page 4 column 1, lines 39-41 and page 5, column 1, line 17), 
whereas according to appellant the instant dyes are said to "* * * reserve 1 wool and cotton well" 
(specification, page 13). 

The decision of the examiner rejecting claims 3 through 16 under 35 U.S.C. 103 over Kirby is reversed. 

2. Disposition of Rejection Based on Section 112 

[1| The examiner held that claims 13 and 14 were unpatentable under 35 U.S.C. 1 12, first and second 
paragraphs, because various terms, such as "a radical of an aromatic diazo component", "substituted 
alkylene", "substituted phenylene", "alkoxy", "alkyl", "acyl", "acyloxy", and "acylamino" are indefinite, 35 
U.S.C. 1 12, second paragraph. Based on his holding, the examiner concludes that one skilled in the art would 
not know the limits of the patent protection sought. We have carefully reviewed the examiner's position 
vis-a-vis that of appellant on the question of the definiteness of the above-mentioned terms. Such review 
leads us to conclude that the claims are definite and that one skilled in the art would know what the claims 
cover. Compare General Electric Co. v. Wabash Appliance Corp., 304 U.S. 364, 369, 37 USPQ 466, 468 
(1938). 

[2J The examiner has also held that the specification will not support claims containing the terms "alkyl", 
"alkoxy", "alkylene", and "a divalent hydrocarbon radical", 35 U.S.C. 1 12, first paragraph. The claims which 

Page 438 

contain these terms are no broader than the broadest written description of the invention in appellant's 
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specification. Moreover, the examiner has provided no reason why any particular alkyl, alkoxy, alkylene, or 
hydrocarbon group would be expected to be inoperative in the environment of the claimed dyes. Compare In 
re Robins, 57 CCPA 1321, 429 F.2d 452, 166 USPQ 552 (1970). 

The decision of the examiner rejecting claims 13 and 14 under 35 U.S.C. 112, first and second 
paragraphs, is reversed. 



Footnotes 



Footnote 1. "reserve" is defined in Blackshaw et al. Dictionary of Dyeing and Textile Printing (Great 
Britain, Arrowsmith Ltd., 1961), p. 146, as: "To leave undyed certain fibres or threads in a union material, or 
in a material containing EFFECT THREADS (q.v). The objective is achieved by selecting those dyes which 
have substantivity for the fibre to be coloured but which have no substantivity for the fibre to be reserved." 



- End of Case - 
21123 
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